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HOW TO MAKE THE MOST OF YOUR IP ASSETS 
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Founded in Ottawa in 1887 

7 offices throughout Canada: Montreal, 
Ottawa, Toronto, Waterloo, Hamilton, Calgary 
and Vancouver 

Currently international offices in Moscow and 
Beijing 

700+ legal professionals worldwide 
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Represents a diverse clientele, including one-
third of the Fortune 500 

One of the world’s premier intellectual 
property practices 
2015 Managing Intellectual Property (MIP) Canadian “Firm 

of the Year”: patent and trademark prosecution  

2015 Intellectual Asset Management (IAM) Patent 1000 

2015 Who’s Who Legal: Patents 

2015 World Trademark Review 1000: The World’s Leading 
Trademark Professionals 
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July 2015 Gowlings votes to combine with 
Wragge Lawrence Graham & Co (WLG), a U.K.-
headquartered international law firm, to form 
Gowling WLG 

WLG was formed in 2014, following the 
merger of Wragge & Co (founded in 1834 in 
Birmingham) and Lawrence Graham (founded in 
1730 in the City of London) 
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MOVING FORWARD >>>  
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GOWLING WLG 



Learn to identify IP assets within a company 
and how to protect such assets 

How to align your IP strategy with the overall 
objectives for the company 

Learn how to safeguard your company from 
potential loss of IP assets 

Understand how you can monetize those IP 
assets without going to court 
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OBJECTIVES 



What is Intellectual Property? 

Shorthand term that describes a number of 
different rights 

Trade-marks 

Copyright 

Patents 

Trade secrets 

 Industrial designs 

Also 
Plant Breeder’s rights 

 Integrated Circuit Topographies 

Personality rights 



8 

Symbol or indicia that distinguishes the 
goods, services or business of one company 
from those of others 

Key is distinctiveness 

Distinguish source or quality of goods or services 

Components of an IP Portfolio 

TRADE-MARKS 
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What is protected? 

Components of an IP Portfolio 

TRADE-MARKS 
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What is not protected? 

 Indicia which do not distinguish goods or services 

Generic names of products or services (i.e. zipper) 

Clearly descriptive (or deceptively misdescriptive) of 
character or quality of goods or services 

Names that are primarily merely surnames 

Components of an IP Portfolio 

TRADE-MARKS 
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Infringement 

Owner of trade-mark has the exclusive right to use that 
mark in association with goods and services in 
association with which it is used 

 Infringement occurs when party not entitled to use the 
mark uses the mark in association with similar goods or 
services or uses mark confusingly similar with the mark 

 “infringement” of common-law mark called “passing off” 

Components of an IP Portfolio 

TRADE-MARKS 
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 Registration is not necessary 

 Rights in trade-marks flow from use 

 Unregistered marks are known as “common-law” trade-marks 

 Only registration provides the full protection available by 
law 

 Not necessary to register to have rights 

 But common-law rights restricted in territory in which you have 
reputation (i.e. have sold goods or services) 

 Benefits of Registration 

 Gives exclusive right to use throughout Canada 

 Facilitates enforcement of mark  

 Acts as a deterrent to others 

 

Components of an IP Portfolio 

TRADE-MARKS 



13 

 Governed by Trade-marks Act 

 Term: 

 Trade-marks are perpetual so long as mark still serves to distinguish goods 
and services 

 Registration lasts for 15 years and can be renewed for additional 15 year 
terms 

 

Components of an IP Portfolio 

TRADE-MARKS 
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 A Business Name Registration is not a trade-mark Registration 

 Most common misconception 

 Registration of a business name with provincial or federal authorities 
does not protect your company name as a trade-mark 

 Business name registration is for informational purposes only 

 May prevent other from registering the same business name but will not 
on its own give you the right to stop others from using name 

 Offers no protection against prior user who has used similar mark 

Tips and Tricks 

TRADE-MARKS 
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Components of an IP Portfolio 

COPYRIGHT 
 Bundle of rights that exist in relation to a “work” 

Right to produce or reproduce the work or any substantial part 
thereof in any material form 

Perform the work in public 

Publish the work (if unpublished) 

Communicate the work by telecommunication 

Translate, modify or adapt 

Authorize any of the foregoing 

 What is protected? 
Original literary, artistic, musical and dramatic works 

Literary works: books, pamphlets, other text, software 

Artistic works: drawing, maps, photographs, art work 

Moral rights: integrity in a work 

Neighbouring rights: performer’s performances 
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 What is not protected? 
Unoriginal (i.e. copied) works, ideas, titles or names, facts 

 Infringement 
Copyright is infringed directly by anyone who does something in 

relation to a work that only the owner of the copyright has the 
right to do 

Reproduce the work (or a substantial part thereof in any 
material form) 

 Governed by the Copyright Act 

 Registration is not required 
Copyright subsists automatically in a qualifying work 

 Term 
 In Canada copyright generally lasts 50 years from the end of the 

author’s year of death 

COPYRIGHT 

Components of an IP Portfolio 
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Any information that  

 is or may be used in trade or business 

 is not generally known in that trade or business 

has economic value from not being generally known 

 is the subject of efforts that are reasonable under the 
circumstances to maintain its secrecy 
 

Potentially infinite in duration (see Coca-Cola) 

Undisclosed and potentially patentable inventions 

Components of an IP Portfolio 

TRADE SECRETS 
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Protection for the unique and distinctive design of 
a product 

Does not protect functional components of the product 
 

Components of an IP Portfolio 

INDUSTRIAL DESIGNS 

Governed by Industrial Design Act 

Design is protected for 10 years 
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A deal with the government 
 In exchange for disclosing what the invention is and how it 

is made, the government will grant the inventor “the 
exclusive right, privilege and liberty of making, constructing 
and using the invention and selling it to others to be used” 
for 20 years from the date in which the application is filed 

Patents are jurisdiction specific 

Helps foster innovation 

PATENTS 

Components of an IP Portfolio 
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 What is protected? 
 “invention” means any new and useful art, process, machine, 

manufacture or composition of matter, or any new and useful 
improvement in any art, process, machine, manufacture or composition 
of matter 

 art is an act or series of acts performed by some physical agent upon 
some physical object and producing in such object some change either 
of character or condition 

 a process is a systematic series of interdependent actions or steps 
directed to some useful end 

 an apparatus of interrelated parts with separate functions 

 manufacture connotes a product made manually or by an industrial 
process, by changing the character or condition of material objects 

 composition of matter connotes any composite article or substance 
(solid, gas, fluid or powder) that is produced from two or more 
substances 

 

Components of an IP Portfolio 

PATENTS 
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What is not protected? 
 Scientific principles, mathematical algorithms and abstract 

theorem 

Methods of medical treatment 

Higher life forms 

Methods of playing games 

Business methods per se 

Computer software 

Components of an IP Portfolio 

PATENTS 
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Need to apply to government for patent rights 

Invention must be novel, inventive and useful 

Government examines application and 
determines the rights to be granted 

Patents have a 20 year term from the date of 
filing 

Need to apply to each country where 
protection is desired 
No such thing as a “worldwide” or “universal” patent 

Components of an IP Portfolio 

PATENTS 
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Aligning your IP strategy with the overall 
objectives for the company 
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When developing an IP strategy, it is 
important to know what the long-term strategy 
is for the company 
 Sell assets 

 License assets 

 Joint development 

Build company 
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Knowing the long-term strategy allows you to 
get the most out of the money you spend on 
your IP portfolio 
Patents can be expensive, and the bulk of the costs occur 

within the first few years 

Understanding how to stretch your IP dollars early on, will 
provide a solid foundation for accomplishing your long term 
goals 

Not even the biggest companies in the world file 
everywhere 
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Stages of the patent process: 
Pre-filing clearance [optional] 

Drafting 

 Filing/foreign filing 

Prosecution 

Grant 

Post-grant proceedings/maintenance 
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Prepare and file provisional patent application 
  $5,000-$10,000 depending on complexity of technology 

At one year anniversary file PCT application 
$5,000-$10,000 depending on whether significant changes 

are introduced into the application 

18 months later… file national applications 
 If buyer has been identified, rely on their knowledge 

 If no buyer has been identified, consider CA ($1,500), US 
($4,000) and/or EU ($10,000) 

Sell assets 
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Prepare and file provisional patent application 
  $5,000-$10,000 depending on complexity of technology 

At one year anniversary file PCT application 
$5,000-$10,000 depending on whether significant changes 

are introduced into the application 

18 months later… file national applications 
 Identify likely licensees and key markets, ensure that these 

markets are protected  

Do homework on likely licensees and know where they 
operate! 

Budget $5-10K per country for filing 

License assets 
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Prepare and file provisional patent application 
  $5,000-$10,000 depending on complexity of technology 

At one year anniversary, if partner has been 
found, collectively decide where to file 
Cost will depend on what has been agreed upon by parties 

Joint development 
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Prepare and file provisional patent application 
  $5,000-$10,000 depending on complexity of technology 

At one year anniversary, file in key markets 
and within budget 
CA ($1,500) and US ($4,000) 

Rule of thumb:    more than 3 countries, file a PCT  
   application ($5,000 - $10,000) 

    3 or less countries, file directly in those 
   countries ($5,000 - $10,000/country) 

Build company 
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A robust IP portfolio with options available 
will be more attractive to a buyer than a limited 
portfolio (PCT application) 
Arius Research Inc., is purchased for $191M CAD in 2008 by 

Roche 

A start-up may be more successful if money is 
spent on developing product and market rather 
than patent filings (US and Canada) 

 

SUMMARY 
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Preventing your IP assets from walking out the 
door 
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Virtually all businesses have IP 
Many companies are surprised to discover the amount of IP 

they own (or don’t own) 

At a minimum consider your 
Company name 

Product names 

Product or service names 

Product literature 

 Supplier and customer lists 

But I don’t have any IP! 
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Know what you are dealing with 
Get educated about IP 

Know what can be protected / what can’t 

 Educate your employees 

Education is key to building an IP culture 

Provide basic training or materials 

Dispel myths and misconceptions 

Educate as to specific dangers 

Contracts to have legal approval, danger of disclosure, danger of 
copying or misuse of information of others, cost of infringement 

Put basic policies in place 

Technology policy 

Confidentiality policy 
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Know What IP You Use In Your Business 
Do an inventory of the IP you use in your business 

IP assets are as important as real assets 

Not simply “goodwill” 

Conduct an audit 

Identify and catalogue IP assets 

What are your company’s key products or services? 

What assets, technology or knowledge is used to provide them? 

Identify and remedy problems, identify opportunities 
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Know Who Owns the IP You Use 
May be surprised to discover who owns the IP you use  

Why is this important? Only the owner of property has the 
right to use it 

Damages, denial of market access, executive time, reduced 
valuation/share price 

Be careful of joint development agreements and contract work 
– who owns the IP? 
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Many jurisdictions require absolute novelty for a 
valid patent to be obtained 

What constitutes a public disclosure? 
 Publishing technical papers 

 Releasing marketing materials 

 Showing the invention to friends, family or potential investors 

 Displaying a product incorporating the invention at a trade-show or 
convention 

 Accepting offers to purchase the product even before production has 
begun 

 Distributing the product even if the consumer is unaware of the 
inventive features 

 

PUBLIC DISCLOSURES 
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Common misconception is that if you have a patent 
you have the freedom to work the invention 

Many patents today are improvements on already 
existing technology 

You may have to license or purchase the IP for the 
underlying technology to work your invention 

FREEDOM-TO-OPERATE 

“It would 28 years to do 

the due diligence on this 

product” 
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How can you monetize those IP assets without 
going to court? 
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“We have decided that we are not going to 
patent this invention because we don’t intend to 

ever sue anyone…” 
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Very few disputes ever end up going to trial 
Huge cost for both Patentee and Defendant - ↑$1M 

Results are often unpredictable 

Awards can be enough to bankrupt a company 
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Mazzeo MJ et al., (2010) “Are Patent Infringement Awards Excessive?: The Data Behind the  

 Patent Reform Debate.”  
https://editorialexpress.com/cgi-bin/conference/download.cgi?db name+IIOC2011&paper id=166  

https://editorialexpress.com/cgi-bin/conference/download.cgi?db
https://editorialexpress.com/cgi-bin/conference/download.cgi?db
https://editorialexpress.com/cgi-bin/conference/download.cgi?db
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Very few disputes ever end up going to trial 
Huge cost for both Patentee and Defendant - ↑$1M 

Results are often unpredictable 

Most disputes are settled out of court 
Often an agreement is reached which involves cross-

licensing of technology  
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Besides providing exclusivity, IP Assets can be 
used to bring in revenue in other ways: 
 Licensing 

Consider licensing same IP to different industries 

Royalties from innovators that require use of your 
technology to work their inventions 

Higher valuation if looking to sell 

More attractive to investors 

The reputation of your representative can also play a role in 
due diligence 

 Security for loans 



Thank You 

montréal  ¶  ottawa  ¶  toronto  ¶  hamilton  ¶  waterloo region  ¶  calgary  ¶  vancouver  ¶  beijing  ¶  moscow  ¶  london 

Christopher Bown 

Tel: (613) 786-0295 

Email: christopher.bown@gowlings.com 


